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DETAILED ACTION 
Specification 

1 . The disclosure is objected to because of the following informalities: The specification 

refers to claim numbers 1 and 12 on page 1, lines 23-27. It is not proper U.S. practice to refer to 
the claims in the specification since claims and claim numbers may change during prosecution. 
Appropriate correction is required. 

Claim Objections 

2. Claims 6 and 12 are objected to because of the following informalities: 
In claim 6, line 2, "0,6 s" should be replaced with —0.6 s~. 

In claim 12, the semi-colon at the end of the claim should be a period. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 1-20 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

In claim 1, line 13, claim 12, line 9, and claim 15, line 4, the claims require the use of 
"many tanks." The term "many" renders the claims vague and indefinite because it is now 
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known how many tanks meet this limitation. The dependent claims are rejected because they 
depend from the independent claims and do not cure the deficiencies of the independent claims. 



Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1-6 and 10-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Newton et al. (US 5,21 1,992) in view of Shi et al. (US 2003/0194517) and Dwyer et al. (US 
3,873,350). 

Newton et al. discloses a process and coating plant for applying protective resin to the 
outer surface of bottles comprising sending bottles to a coating plant where the bottles are dipped 
into a coating solution (col. 9), removing the bottles from said solution, removing any excess 
coating from the outer surface of said bottles (col. 12, line 67 to col. 13, line 8 and col. 14, lines 
38-56), removing the solvent of the solution (col. 12, lines 18-52), and solidifying and curing the 
resin of the coating (col. 1 1). Newton et al.'s process comprises: using a single bottle- 
transferring and conveying chain (col. 6, lines 35-39) throughout the coating plant and securing 
the bottles to the chain with grippers (col. 7, line 44) as soon as the bottles enter the coating 
plant; conveying the bottles, held vertically by the gripping devices of said chain (see Figures 1 
and 15); and sending the bottles to specific segments of the plant to dry and the cure the coating. 
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Newton et al. lacks a teaching of using "many" tanks. (Newton et al. teaches only one 
tank.) However it would have been obvious for a design engineer having ordinary skill in the art 
to have incorporated plural smaller tanks into the coating plant design, so that multiple bottles 
can be immersed at the same time, or in a case where more than one row of bottles can be 
arranged and coated at the same time, as taught in col. 6, lines 13-23, with the expectation of 
similar, successful resuhs. It is well settled that the mere duplication of parts has no patentable 
significance unless a new and unexpected result is produced. In re Harza, 124 USPQ 378 
(CCPA 1960). 

Newton et al. also lacks a teaching of moving the immersion tank(s) up and down to 
perform immersion. By contrast, Newton et al. teaches movement of the bottles up and down 
into the immersion tanks. It would have been obvious to a design engineer having ordinary skill 
in the art to have substituted movement of the bottles for movement of the tank(s) with the 
expectation of similar results, because both processes would achieve the same result - i.e., 
relative movement between the bottles and tank(s) to perform immersion. 

Newton et al. teaches removal of excess coating solution using a technique of applying a 
jet or blast of gas (col. 12, line 65 to col. 13, line 8). Newton et al. lacks a teaching of tuming the 
bottles into a horizontal position and spinning to remove excess coating solution and to form a 
uniform thickness. The prior art of Shi et al. is cited to demonstrate that it is known in the bottle- 
coating art to perform spinning of a coated bottle to remove excess coating material, after a 
coating step (including coating by dipping) (paragraph 0040). It would have been obvious to 
have performed a step of spinning the coated bottle, either in addition to or in place of gas jet, to 
remove excess coating in Newton et al.'s process. One would have been motivated to look to the 
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prior art for methods of spinning coated substrates to remove excess coating material thereon. 
Dwyer et al. is directed to a method for coating a cylindrical substrate where a step of spinning is 
performed in a horizontal direction in order to remove excess coating material and provide a 
uniform coating (see Figure 1(f) and col. 3, line 64 to col. 4, line 7). Dwyer et al.'s process 
additionally includes a step of blowing gas. It would have been obvious for one having ordinary 
skill in the art to have performed a step of positioning the bottles in a horizontal position and 
performing spinning with the expectation of removing excess coating material and provide an 
improved, more uniform coating on the bottles, upon seeing the references in combination. The 
test of obviousness is not express suggestion of the claimed invention in any or all references but 
rather what the references taken collectively would suggest to those of ordinary skill in the art 
presumed to be familiar with them. In re Rosselet, 347 F.2d 847, 146 USPQ 183 (CCPA 1965); 
In re Hedges, 783 F.2d 1038. 

With respect to claims 3,12, and 20, the movement of bottles into a horizontal position 
for spinning would require the inclusion of rotatable gripping devices. Newton et al. discloses 
use of a tilting mechanism in col. 14, lines 50-56. It would have been obvious for a design 
engineer to have incorporated a similar mechanism in the gripping device, which not only tilts 
the gripping device but allows it to move to a horizontal position, in order to perform the 
horizontal spinning process of Newton et al. taken in view of Shi et al. and Dwyer et al. as 
discussed above. 

As to claim 12, Dwyer et al. does not teach the use of a protective guard. However it 
would have been obvious to have incorporated a protective guard when incorporating a bottle 
spinning step in order to protect the other nearby bottles from being contaminated with excess 
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coating material that may fly off a spinning bottle, particularly since the bottles are spaced so 
close to one another in Newton et al.'s conveying mechanism. 

As to claims 4 and 15, Newton et al. lacks a teaching of moving tanks horizontally and 
vertically, and the means for doing so, such that they are synchronized with the movement of the 
bottles. In the case of moving an immersion tank to meet the bottles (instead of moving the 
bottles into and out of the tank), it would have been obvious to make the tank travel with the 
bottles since the bottle conveying line of Newton et al. does not stop. The incorporation of such 
movement means would be within the skill of an ordinary design engineer. 

As to claims 5-6, Newton et al. teaches that the period of dipping may vary according to 
the nature and shape of the bottles B as well as the composition of the coating material and the 
coating desired (col. 9, lines 23-26). Newton et al. also teaches that the bottle immersion time 
and rate can be adjusted (col. 9, line 59 to col. 10, line 9). 

As to claim 10, an engineer skilled in the art would have known that rotation speed is a 
cause-effective variable depending upon the length of time of rotation, the desired coating 
thickness, the particular substrate and coating material used, etc. It would have been obvious to 
have determined the optimum spin speed for horizontal spinning to remove excess coating 
material through routine experimentation in the absence of a showing of criticality. It is well 
settled that determination of optimum values of cause effective variables such as these process 
parameters is within the skill of one practicing in the art. In re Boesch, 205 USPQ 215 (CCPA 
1980). 

As to claims 1 1 and 14, Newton et al. does not teach a step of repeating the coating 
process of its invention. However it would have been within the skill of an ordinary artisan to 
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have repeated the modified process of Newton et al. in order to increase the coating thickness on 
the bottles with the expectation of successful results. It is well settled that the mere duplication 
of parts has no patentable significance unless a new and unexpected result is produced. In re 
Harza, 124 USPQ 378 (CCPA 1960). 

As to claim 16, Newton et al.'s tanks may have a dual tank configuration for controlling 
the level of the paint in the tank. 

As to claims 17-19, Newton et al. is silent with respect to the particular means used for 
supplying paint in the tank. It would have been obvious to have incorporated known means for 
supplying coating material to immersion tanks with the expectation of successfiil results, in the 
absence of a showing of criticality of the claimed features. 

Allowable Subject Matter 

7. Claims 7-9 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 1 12, 2nd paragraph, set forth in this Office action and to include all of the limitations of 
the base claim and any intervening claims. 

The independent claims, as written, broadly read on performing only a single 
rotating/spinning step to remove excess coating material and provide a uniform coating on the 
bottles, which is taught in the prior art of Shi et al. as discussed above. However, if the claims 
are amended to require two separate rotation steps ~ rotating bottles while they are in a vertical 
position and then in a horizontal position, the claims would be allowable over the prior art. The 
prior art does not teach or fairly suggest the incorporation of two rotating steps (vertical and 
horizontal), or means for performing the two rotating steps, in combination with the bottle 
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coating process and coating plant limitations of independent claims 1 and 12. Claims 7-9 are 
allowable over the prior art because claim 7 specifically requires spinning the bottles in the 
vertical position in addition to rotating in the horizontal position. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Reed et al. (US 4,208,454) is cited to demonstrate its process of rotating a substrate in a 
horizontal direction after coating by dipping in order to improve distribution on the substrate 
(col. 6, lines 38-54). 

Tojo et al. (US 7,048,975) is cited for its teaching of coating the exterior of a bottle and 
then performing spinning to remove excess coating material (Figures 7A and 7B and col. 10, 
lines 30-39). 

Goodbum et al. (US 4,620,985) is cited to illustrate its process of coating while 
maintaining the substrate in a horizontal position. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kirsten C. JoUey whose telephone number is 571-272-1421. The 
examiner can normally be reached on Monday to Tuesday and Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on 571-272-1423. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Kirsten C Jolley/ 

Primary Examiner, Art Unit 1792 
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